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The Air We Breathe; The Water We Drink
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Traveling Laptop
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Intellectual Property

• Definition: Rights protecting the intangible 
products of human intelligence and creation
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Primary IP Types

● Copyright 

● Trademark

● Trade Secrets

● Patents
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Copyright

● Protects “original works of authorship fixed 
in a tangible medium of expression.”

● Based on Expression

● Two Types for Videogames
● Audiovisual works … the visual and aural display 

of the game while being played

● Literary works … the game’s computer code
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Copyright Limits

● Copyright protects the expression of the 
idea, but not the idea itself.

● No protection for: ideas, procedure, 
process, system, methods of operation, 
concept, principle or discovery. 

● “Scenes a Faire Doctrine” states there is no 
protection for expressions that are a 
standard (e.g., wizards, trolls, orcs in a 
fantasy game).
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Developers and Copyright

● Developers negotiate with publishers 
regarding copyright ownership.

● Publishers may require an assignment of 
copyright in negotiation.

● Extremely long duration; 95 years after 
publication for a work-for-hire project in 
US.
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Trademarks

• Definition: recognizable sign, design, or 
unique expression related to products or 
services from a particular source
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Trademarks

● Central Registry

● Patent and Trademark Office in US

● International

● Dependent on Public Perception 

● Unlimited duration
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Trademarks
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Trademarks
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Trade Secrets

• Definition: formula, 
practice, process, 
design, instrument, 
pattern, commercial 
method, or compilation of 
information which is not 
generally known or 
reasonably ascertainable 
by others
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Trade Secrets

● State Law Defined

● Interesting Issues

● Non-Transferable

● Non-Negotiable

● Unlimited Duration
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Patents

● Definition: the exclusive 
right granted by a 
government to an 
inventor to manufacture, 
use, or sell an invention 
for a certain number of 
years.

Example Invention
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Patents

 Owners have right to exclude others

 Invention must be:
 Useful

 New and nonobvious

 Prior to June 2014, software patents must be 
linked to a particular machine, or transform data.
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Who Has Patents?

Actual numbers may be different due to holding 
structures (e.g., offshore companies, differently 
named subsidiaries).
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Patents

● Time-Limited Monopoly Rights

● Strict Liability for Infringement

● Robust Third Party Market for Patents

● Strongest Form of Intellectual Property
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Changes
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Alice Corp. v. CLS Bank Int’l (2014)



22

Alice Corp. Patent
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Alice Corp. Patent
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Alice holding

Two-step test to determine if claims are patent-
ineligible under 35 U.S.C. § 101: 

1. do the claims recite an abstract idea?

2. If yes, do the claim elements, individually or in 
combination, contain an inventive concept that 
transforms the claims into a patent-eligible 
application of the abstract idea?
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The Influence of Alice

Note: simply reciting a generic computer or conventional/routine elements 
does not transform an abstract idea into a patent-eligible invention.
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The Influence of Alice

• By January 2016, 208 opinions 
based on Alice.

• Of the 208, 150 (72.1%) found 
claims invalid. 

• 23 Federal Circuit Alice
opinions, and in only one case, 
DDR Holdings, did the Federal 
Circuit find claims patent-eligible 
(95.7% invalid!). 
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The Influence of Alice

Source: Docket 
Navigator 2015 Year 
in Review
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What does this mean to you?

• Reexamine issued patents.

• Competitively, think about 
your competition’s patents. 

• Move forward with new 
patents, but with careful 
advice.
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Inter Partes Review (IPR)

• New AIA process with the 
Patent Office to inexpensively 
challenge patent claims. 

• Definition: procedure that 
allows third parties to 
challenge claims in a granted 
patent based on prior art 
patents and printed 
publications
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